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Office Action Summary 



Application No. 
09/323,854 

Examiner 



Applicant(s) 




David S. Romeo 



H Responsive to communication(s) filed on 2Jun 1999 . 

□ This action is FINAL. orosecution as to the merits is closed 

□ Since this app.ication is in condition ^™ 

,„ accordance with the practice under * P ene Ou**. 35 ^ ^ ^ 

A shortened statutory period for response to this action is ^se t ^^ ? ^^^ e period for response will cause the 
?s longer, from the mai.ing date of this ; c^munjc t, • ™"£.^ me may be obtaine d under the provis.ons of 
application to become abandoned. (35 U.b.u s iooj. 

37 CFR 1.136(a). 

is/are pending in the application, 
is/are withdrawn from consideration, 
is/are allowed. 

is/are rejected. 

is/are objected to. 



Disposition of Claims 
K Claim(s) 1-48 



Of the above, claim(s) 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



Claims 1-48 



are subject to restriction or election requirement. 



TTJ^L-d Notice o, Drattsperson, Patent Drawino Review, PTO-948. 

is / ar e objected to by the Examiner. 

□ The drawls) filed on ^ Qisapprov ed. 

□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

^S^Vl. of a claim for foreign priority under 35 U.W. . 

□ J DSome* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. ISeries Code/Serial Number) 

□ received in .hie national stage application „om the Internatrona, Bureau (PCT Rule 17.2W). 

•Certified copies not received: . ■ ,, ,, cr . 1iglal 

□ Acknowledgement is mede o, a Cairn ,o, domestic prionty under 35 U.S.C. i 119(e,. 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ information Disclosure Statement*), PTO-1449. Paper No(s). 

□ interview Summary, PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Application/Control Number: 09323854 
Art Unit : 1647 



DETAILED ACTION 
Election/Restriction 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 
, Claims 1-23, 35-4S, drawn to a polypeptide, classified in class 530, subclass 300. 
n . Claims 24-29, drawn to a method of treatment comprising administering a 

polypeptide, classified in class 514, subclass 12. 
m Claims 30, 31, drawn to an antibody, classified in Cass 530, subclass 387.1. 
rv. Claims 32-34, drawn to a polynucleotide and recombinant uses thereof, classified 

in class 435, subclass 69.1. 
2 The inventions are distinct, each from the other because of the following reasons: 
mentions I and II are related as product and process of use. Tb. inventions can be 

.claimedcanbeusedinamateriaUy different process of using *at product (MPEP 
antibodies thereto. 
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Art Unit: 1647 



antibody are related due to the necessary stearic complementarity of the two, they are distinct 
inventions because toy are physically and functionally distinct chemical entities, and because the 
polypeptide can be used in another materially different process from the use for production of the 
antibody, such as in a pharmaceutical composition in its own right, or in assays for the 
identification of agonists or antagonists. 

The polynucleotides of Invention IV are related to the polypeptides of Invention I by 
virtue of encoding same. The polynucleotide has utility for the recombinant production of the 
polypeptide in a host cell. Although the polynucleotide and polypeptide are related since the 
polynucleotide encodes the specifically claimed polypeptide, they are distinct inventions because 
they are physically and fictionally distinct chemical entities, and the polypeptide product can be 
made by another and materially different process, such as by synthetic polypeptide synthesis or 
purification form the natural source. Further, the polynucleotide may be used for processes other 
than the production of the polypeptide, such as a nucleic acid hybridization assay. 

The following pairwise combinations of products and methods are independent and 
distinct, wherein the respective products may neither be produced by, nor used in the respective 

methods: III and II; IV and II. 

The polynucleotide of invention IV and the antibody of Invention III are related by virtue 
of the polypeptide that is encoded by the polynucleotide and necessary for the production of the 
antibody. However, the polynucleotide itself is not necessary for antibody production and both 
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M e wholly different confounds having different commons and functions. Therefore, these 
inventions are distinct. 

3 Because these inventions are distinct for the reasons given above and have acquired a 
purposes as indicated is proper. 

are not co-extensive, restriction for examination purposes as indicated is proper. 

5 Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized drvergent subject matter, restriction for 
examination purposes as indicated is proper. 

6 Ciaims 1-48 are generic to a p.urality of disclosed patentably distinct species compris.ng 
po.vpep.ide comprising an amino acid sequence selected from the group consisting of SEQ .D 
NOs: 1,3,4-9,25-30,39-54. Applicant is required under 35 U.S.C. 

disclosed species, even though this requirement is traversed. 

Each of the polypeptides is tndependen, and distinct, wherein each is not required for the 
productionor use of another,and wherein each can be manufactured independently of another. 

Should applicant traverse on the ground that the species are not patentably distinct, 
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exammer finds one of the inventions unpatentaUe over ,he prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
7 Applicant is advised that tire reply to this requirement to be complete must include an 
section of tire invention to be examined even though tire requirement he traversed (37 
5 CFR 1.143). 

Formal Matters 

S Thenv U nberi ng ofdaimsisn„ti»accorda„cewith37CFR1.126 W hichre q uiresthe 
original numbering of the ciahns to he preserved throughout the prosecution. When claims are 
canceled, the remaining claims must no, be renumbered. When new claims are presented, they 

claims previously presented (whether entered or not). 

Misnumbered claims 44-49 been renumbered 43-48. 
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Gary Kunz, can be reached on (703) 308-4623. ^8-4242 
Official oaDers filed by fax should be directed to (703) 308-w. 
ffi^infoBni communications should be directed to the examiner at (703) 308- 

° 294, A • • f.ae^mlnatureorrelatingtothestamsofthisapplicationorproceedmg 



avid Romeo 
Primary Examiner 
September 24, 2000 



09323854.005 



